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REMARKS 

Specification 

The Office communication indicated that the title of the invention is not descriptive. 
Accordingly, a more descriptive title is provided. 

In an earlier amendment, the cross reference to related applications was amended to 
remove the cross reference to two patent applications that have now issued into patents. By 
so doing, the incorporation by reference for these two applications was inadvertently 
removed. The amendment to the specification is intended to correct this error and to reinstate 
the incorporation by reference of these two applications. 

Claim Rejections - 35 USC §102 

Claims 71, 72, 75, 76, 78-90 were rejected as being anticipated by DeFord et al. (US 
5,304,214). Independent claims 71, 82, and 87 have been amended to claim a standalone 
implantable power module that can be used to power a variety of different medical electronic 
devices or a method of using a standalone implantable power module that can be used to 
power a variety of different medical electronic devices. In '214, the power supply 38 is 
included within the internal control unit 16, which includes RAM 94 that enables a patient to 
be able to undergo hyperthermia treatment while away from the external control unit 22. 
That is, the power supply 38 is located within the medical device itself, intemal control unit 
16. Clearly, '214 does not teach a standalone implantable power module that can be used to 
power a variety of different medical devices. 

Claim Rejections -- 35 USC §103 

Claims 73, 74, and 77 were rejected as being unpatentable over DeFord et al. (US 
5,304,214). The Office communication stated: 

Regarding claim 73, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have provided 
the power source with at least one primary battery, since it has been held that 
omission of an element and its function in a combination where the remaining 
elements perform the same functions as before involves only routine skill in 
the art. 
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However, it is submitted that Applicant's invention does not omit an element; it adds a 
primary battery. Furthermore, these claims depend from claim 71, which should patentable 
for the reasons that claim 71 is patentable. 

Double Patenting 

Claims 71-90 were provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 71-336 of copending 
Application No. 10/310,390. Applicant believes that the amended and newly added claims 
are patentable over claims 71-336 of copending Application No. 10/310,390. If it is 
determined that a terminal disclaimer is still necessary to overcome the rejection, the 
Examiner is respectfully requested to telephone the undersigned. 

Conclusion 

Favorable consideration of the claims is thought to be in order and is courteously 
solicited. 



Respectfully submitted. 




Reg. No. 38,402 
Agent for Applicant(s) 

Quallion LLC 
P.O. Box 923127 
Syhnar,CA 91392-3127 
818-833-2003 ph 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C, § 133). 
• Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to communication(s) filed on 19 November 2003 . 
2a)n This action is FINAL. 2b)K This action is non-final, 

3) D Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) 1-70 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-1 9,31 -33.36-65. 67 and 68 is/are rejected. 

7) S Claim(s) 20-30.34,35.66.69 and 70 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

&)□ The specification is objected to by the Examiner. 

10)EI The drawing(s) filed on 19 November 2003 is/are: a)|3 accepted or b)n objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a), 
Replacement drawing sheet(s) including the con-ectlon is required If the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nA!l b)n Some*c)n None of: 

1 0 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) [3 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No{s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) □ Other: 
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DETAILED ACTION 



Information Disclosure Statement 
The IDS filed 1 1/19/2003 and its duplicate filed 1 1/24/2003 have been considered placed 
of record. An initialed copy is attached herewith. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claims 1, 5, 10, 17, 31-33, 67 and 68 are rejected under 35 U.S.C. 102(b) as being 
anticipated by MICHELSON (US 6,120,502), The reference discloses, /wfer a/Za, an implantable 
power module 80 having a hermetically sealed casing made of metal such as titanium (column 8, 
line 64), a power supply 60, a power control management circuit 70. see column 9, lines 9-13. It 
further discloses a couple for remotely communicate with the power supply through induction 
and electrically connected to the circuit 70, See column 9, lines 46-54. And a connector 50 for 
connecting to an implantable medical device 10. See column 9, line 2. The power control 
providing various patterns of charge to ensure the promotion of the medical device. See column 
9, Imes 25-45. 
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Claim Rejections - 35 USC § 103 
This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obUgation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 7-9, 1 1, 18, 19 and 36-45 are rejected under 35 US.C 103(a) as being 
unpatentable over MICHELSON (US 6, 120,502) in view of ECHARRI et al. (US 6,278,258). 
Reference '502 fails to disclose the specific features of its power controller. 

Reference *258 specifically teaches an implantable power management system located 
inside the implantable device having, inter alia, processor for supervising the charging and 
discharging operation of the power module being rechargeable battery or capacitors (column 1, 
line 49). See column 5, lines 5-40. It senses and responses to temperature changes, charging 
capacity, overcharge ect. to the power module. The communication may be done by rf means. It 
would have been obvious to one having ordinary skill in the art to have employed the features of 
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the power management controller of *258 to the controller of * 502 in order to not only control 
and monitor the discharge of the power module but actually control the charging of the power 
module to provide a safer and more reliable implantable device. 

Furthermore both references don't disclose the various communication means including 
light, coil ect. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have employed any appropriate communication means, since it has been 
held to be within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. 

Claims 3 and 46-65 rejected under 35 U,S.C. 103(a) as being unpatentable over 
MICHELSON (US 6, 120,502) in view of GARGANO et al. (US 5,629,678). Reference '502 
fails to disclose a homing device imbedded on the implantable device in order to track it. 
Reference '678 teaches an apparatus for tracking using an implantable receiver. It uses radio 
frequency to track and recover the device. It would have been obvious to one having ordinary 
skill in the art to have placed a homing device in the medical device for the purpose of relocating 
and facilitate the rapid recovery of the device. 

Furthermore, both references do not disclose the many different homing devices 
including those that uses light, radioactive isotope ect. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have selected the appropriate 
homing signal for the implantable device and/or affecting patient, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
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suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. Moreover, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have selected any appropriate range of light since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re AUer, 105 USPQ 233, 

Claims 4, 6 and 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MICHELSON (US 6, 120,502). Reference does not disclose the power module being a primary 
battery and or the battery/power controller is partially surrounded by ferrite coil for inductive 
coupling. ^ It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have selected the power module to include nonrechargeable batteries and 
surround the battery and/or power controller \Vith ferrite coil to induce inductive charging, since 
it has been held to be within the general skill of a worker in the art to select a known material on 
the baisis of its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
125 USPQ 416. 

Allowable Subject Matter 
Claims 20-30, 34, 35, 66, 69 and 70 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The references made of record fails to 
disclose or suggest an energy drain circuit for rapid depletion of the energy in the power module 
(claims 20-25), a heat absorption material in thermal contact with the storage device (claims 26- 
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30), the medical device/implantable module is remotely located from the power module through 
an external hermetically sealed plug (claims 34, 35, 69 and 70) and an extra connector for an 
additional device (claim 66). 



Any inquiry concerning this communication should be directed to the Examiner at the 
below-listed number. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the receptionist whose telephone number is 703 308 0956, Monday-Friday, 830am to 
5:00pm, EST. 



Conclusion 




EDWARD TSO 
Primary Examiner 



703 308 2823 
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1. With regard to the elements of the international application:'*' 
1^ the international application as origmally filed, 
the description: 

pages M2 as originally filed 

pages NONE , filed with the demand 

pages NONE , filed with the letter of 



the claims: 

pages 13-20 ^ as originally filed 

pages NONE , as amended (together with any statement) mider Article 19 

pages NONE . filed with the demand 

pages NONE , filed with the letter of 



the drawings: 

pages MO ^ as origmally filed 

pages NONE , filed with the demand 

pages NONE filed with the letter of 

the sequence listing part of the description: 

pages NONE ^ as originally filed 

pages NONE , filed with the demand 

pages NONE , filed with the letter of 
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international application as filed has been furnished. 
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V. Reasoned statement under Rule 66.2(a)(u) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 


1. STATEMENT 








iNoveiiy (iN^ 


Claims 1-70 




YES 




Claims NONE 




NO 


Inventive Step (IS) 


plotnic 1-70 




Ylsa 




Claims NONE 




NO 


Industrial Applicability (lA) 


Claims 1-70 




YES 




Claims NONE 




NO 



2. CITATIONS AND EXPLANATIONS 

Claims 1-70 meet the criteria set out in PCT Article 33(2)-(3). because the prior art does not teach or fairly suggest an implantable 
power module comprising, inter alia, a hermetically sealed biocompatible case; an electrochemical energy storage device housed 
within said case; a power management circuit housed within said case; a couple for remotely communicating wiUi said power 
module; said couple electrically connected to said power management circuit; and at least one connector for functionally 
interconnecting said electrochemical energy storage device to an implantable medical device. 

Claims 1-70 meet die criteria set out in PCT Article 33(4), and dius meet industrial appIicabUity because die subject matter claimed 
can be made or used in industry. 
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